	KENFOX IP & LAW OFFICE
No.:…./2019/IPR
	SOCIALIST REPUBLIC OF VIETNAM
Independence – Freedom – Happiness
------------------------------

Ha Noi,  date/month/year


PETITION
For Handling of Trademark Infringement
To:

[Name of Vietnamese Enforcement Authority] 

[Address of Vietnamese Enforcement Authority]
We, KENFOX IP & Law Office, addressed at Suite 219, Five-Floor Building, Lane 109, Truong Chinh Street, Thanh Xuan District, Hanoi, Vietnam, are the IP Representative of [Name of trademark owner], a company incorporated and operated under the laws of […..], located […….] (hereinafter referred to as “ABC Company”)
Enclosed, please find a Power of Attorney from [Name of trademark owner] to KENFOX IP & Law Office, for your reference

We are writing to you regarding an alleged infringement commited by a third party in Vietnam.

I. ABC Company and its industrial property rights in Vietnam 

1. Established in [year of corporate establishment], ABC Company  engages in manufacturing and providing [name of goods/services, lines of business]
2. Through over a century of development, ABC Company has now provided a wide range of products and services globally. The company becomes one of the world largest manufacturers with the worldwide well-known products such as [name of goods/services, lines of business].

3. ABC Company has registered its “XYZ” trade marks in many countries, including Vietnam. Below are some of its registered trademarks in Vietnam:
	No.
	Trademark
	Registration No.
	Registration date
	Class

	1
	XYZ
	[…..]
	[…..]

	[…..]

	2
	XYZ, device
	[…..]
	[…..]

	 […..]


Enclosed, please find Annex 2 - certified copies of Trademark Registration No. 10289 and 225401 for your reference.

II. Information on alleged infringer and the infringing products
1. It has come to the attention of ABC Company that the alleged infringing products bearing the mark “XYZZ” are being sold and distributed in Hanoi/HoChiMinh City. Particularly, the counterfeits are being sold and distributed by the following entities:   

(i) The alleged infringer 1: 

	Company name
	In Vietnamese: [Công Ty …..]

In English: [….. Company]

	Enterprise Code
	[…..]

	Registered Headquarter
	[…..]

	Shop
	[…..]

	Legal Representative
	[…..]

	Main business line
	[…..]

	Tel
	[…..]

	Website
	[…..]


(ii) The alleged infringer 2:

	Company name
	In Vietnamese: [Công Ty …..]

In English: [….. Company]

	Enterprise Code
	[…..]

	Registered Headquarter
	[…..]

	Shop
	[…..]

	Legal Representative
	[…..]

	Main business line
	[…..]

	Tel
	[…..]

	Website
	[…..]


Enclosed, please find in Annex 3 - copies of Corporate Registration of the alleged infringer 1 and the alleged infringer 2 for your reference.

2. We have recently managed to purchase samples of XYZZ product at the above two companies. In details, the sample was sold by the alleged infringer 1 at the price of VND2VN […..] and by the alleged infringer 2 at the price of VND […..].
Please see the comparison tables containing the pictures of dietary supplement products bearing the sign “XYZZ” and our client’s trademark.

	The alleged infringing product
	ABC Company’s trademark “XYZ” under Registration No. […..]

	

	 


3. Having reviewed the sign “XYZZ”, it goes without saying that the sign “XYZZ” used on the packages of the […] products advertised and traded in by [….] is confusingly similar to ABC Company’s […..] trademark registered under Registration No. […..] exclusively protected in the name of ABC Company in the whole territory of Vietnam

4. ABC Company has built up substantial goodwill and reputation for […..] products. By copying/immitating this […..] trademark, […..] are making a misrepresentation to the public that their business is that of, or is in some way associated with or endorsed by ABC Company while such association or endorsement does not exist in reality.

5. Confusion is likely to arise in all areas of our client’s business and in all interactions with consumers, as consumers will assume that [….] products from, are endorsed by or otherwise associated with ABC Company.  Such public confusion and unwelcome associations will undoubtedly cause unrepairable damages to ABC Company and its trademark.

6. The alleged infringer 1’s use of the sign “XYZZ” on the packages of […..] products and on its website which is confusingly similar to ABC Company’s trademark “XYZ” on the product of the same category which has been sold in Vietnam since […..] will mislead consumers as to the business entity, business activities, commercial origin of goods, manufacturing method, function, quality, quantity or other features of goods, and, thus, falls within the scope of Article 39.1 and 40 of the Law on Unfair Competition 2004 and Article 130.1(a) of the IP Law of Vietnam 2005.
The above-identified infringers’ conduct amounts to:

(i) a trademark infringement upon our client’s trademark “XYZ” as so prescribed under Article 129.1(a), Law on Intellectual Property of Vietnam 2005, revised in 2009, which reads as: “The following acts, if performed without the permission of mark owners, shall be deemed to be infringements of the right to a mark: a) Using signs identical with protected marks for goods or services identical with goods or services on the list registered together with such mark”.

(ii) an act of unfair competition against our client as so prescribed under Article 39.1 and 40, Law on Unfair Competition 2004 and Article 130.1(a) of the IP Law of Vietnam 2005. The text underlying the legislation is quoted below for your reference.

[Law on Unfair Competition 2004: Article 39: Unfair competitive practices: Unfair competitive practices in this Law comprise:1. Misleading instructions; Article 40: Misleading instructions: 1. Enterprises shall be prohibited from using instructions which contain misleading information about commercial names, business slogans, business logos, packaging, geographical indications and other elements in accordance with regulations of the Government in order to mislead customers in their understanding of goods and services for competitive purposes. 2. Conducting business in goods and services which use misleading instructions as prescribed in clause 1 of this article shall be prohibited”].
[IP Law of Vietnam 2005: Article 130: Acts of unfair competition: 1. The following acts shall be deemed to be acts of unfair competition: Using commercial indications to cause confusion as to business entities, business activities or commercial origin of goods or services].

(iii) an act of false advertisement as prescribed under Article 51.5(b), Decree No. 158/2013/ND-CP dated 12 November 2013 on sanctions against administrative violations in the field of culture, sport, tourism and advertisement, which reads as “Violations in the field of advertisement include: Advertisements that deceive or mislead the public, consumers or clients as to the advertised organizations or individuals or products or services against other organizations or individuals or products or services, or cause deceiving or misleading, etc.”
7. Our client, as the owner of the registered trademark […..], has the right to proceed with any legal actions to fight against IPR infringing acts. In detail, under Article 123, Law on Intellectual Property of Vietnam 2005, revised in 2009, as the trademark owner, ABC Company is entitled to exclusive rights protected by Vietnamese state, including, right to use and grant license to use of their trademark and prevent unauthorized use of the mark […..] or any other similar confusingly signs by any third parties

8. In light of the foregoing, our client has the right to proceed with any legal actions to fight against your acts of trademark infringement and unfair competition. In detail, under the laws of Vietnam, ABC is entitled to file petitions to State enforcement authorities against your alleged infringement

III. Sanctioning competence and remedies against trademark infringement

1. Subject to nature and scope of infringement, the infringers may be dealt with by the application of administrative or criminal remedies in conformity with Article 199.1 of the IP Law 2005/2009.

2. As regards sanctioning competence per Article 15 of Decree No. 99/2010/ND-CP, […..] are competent to handle violations specified in Article [….] of Decree No. 99/2010/ND-CP committed by the individuals or entities engages in manufacturing or trading in infringing goods. As such, […..] is completely entitled to taken enforcement actions against the above-identified infringers.

3. Acts of manufacturing, storing and/or trading in infringing goods may be sanctioned under administrative proceedings in conformity with Article 12 of Decree No. 99/2013/ND-CP dated 29 August 2018 of the Government on sanctioning of administrative violations in industrial property (“Decree 99”).

Administrative sanctions against the infringer under Decree 99 are summarized as follows:

· Warning order;

· Monetary fine (the maximum fine level is of 500 million VND);

· Confiscating IP infringing goods and/or counterfeit goods;

· Suspending for a limited term the relevant business activities.

4. If the elements of constituting crimes under Article 226 of the Penal Code No. 100/2015/QH13 of November 27, 2015, amended and supplemented in 2017 which stipulates about “Infringement of industrial property rights” (“Penal Code 100”) are established, the criminal remedies will be imposed on the infringer.

Criminal sanctions against the infringer under Penal Code 100 are summarized as follows:

· Confiscation of money and items directly related to the crime;

· A monetary fine of up to 5 billion VND (about USD250,000);  

· Suspension of corporate operations for a term of 6 months to 02 years;  

· Prohibited from operating in certain fields or raising capital for 01 - 03 years.

IV. REQUEST

Per Articles 93, 123, 124 and 125 of the IP Law 2005/2009, as owner of the trademark “XYZ”, ABC Company is entitled to exclusive rights protected by Vietnamese state over the mark “XYZ”, including, right to use and grant license to use of their trademark and prevent unauthorized use of the mark “XYZ” or any other similar confusingly signs by any third parties and have the right to request Vietnamese enforcement authorities to handle third parties’ trademark infringement.

In conformity with Article 15 on sanctioning competence of […..], on behalf of ABC Company, we would like to respectfully request Your Honourable Office to conduct inspections against the above-identified infringer and handle their infringement as provided by relevant laws of Vietnam, in detail:

(i) Imposing severe sanctions on the above-identified infringer;

(ii) Compelling the above-identified infringer to immediately cease manufacturing, storing and/or trading in counterfeit products bearing the mark “XYZZ” or act of use of the mark “XYZZ” on business means if detected upon inspection thereagainst.

(iii) Confiscating the counterfeits for destruction;

(iv) Interrogating the above-identified infringer on details of origin source of counterfeits, the identities of those sell/distribute/offer the counterfeits to them.

(v) Requesting the above-identified infringer to sign Letters of Undertaking which pledge that they will not infringe upon XYZ trademarks again in the future.

Enclosed, please find a form of Letter of Undertaking for your reference.

On behalf of ABC Company, we would like to express our sincere thanks for your kind assistance and support in dealing with this case at the promptest manner.

Best regards!

	
	KENFOX IP & LAW OFFICE
Trademark & Copyrigh Manager
Mr. CAM, Nguyen Ngoc



