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Improper use of registered trademarks in Vietnam –  
Risks & Solutions? 
By QUAN, Nguyen Vu, KENFOX IP & Law Office, Vietnam 
 
 
Not a few trademark owners think that the most critical aspect of their trademark is that it is registered. 
Therefore, making some changes to the mark will no adverse effect or risk of infringing another’s mark 
or resulting in the cancellation of the registered trademark. The truth is that this is not the case. The 
three examples below illustrate the risks that trademark owners face when they use a mark that 
deviates from the registered trademark. 
 
 
 
 

Typical trademark disputes caused by improper trademark use 
 
(#1) ASANZO vs. ASANO 
 
Recently, the People's Court of Ho Chi Minh City has heard the trademark dispute between the plaintiff, 
Dong Phuong Trading and Manufacturing Co., Ltd and the defendant, Asanzo Vietnam Electronics Joint 
Stock Company. The plaintiff sued the defendant on the grounds that the defendant's use of the sign 
"ASANZO, device" violated the plaintiff's trademark "ASANO, device". Rejecting the plaintiff's claim of 
infringement, the defendant stated that the defendant's use of the trademark "ASANZO, device" is lawful 
because Vietnam IPO has granted registration for the trademark "ASANZO". The relevant trademark 
images are provided in the below table. 
 

 

The plaintiff’s registered mark 

  

The defendant’s mark 

 

 

 
 

 

Registered mark 

 

 

 

Mark in actual use 

 

 
Although the defendant's trademark "ASANZO" was protected, the first instance court ruled that the 
defendant's use of the sign "ASANZO, device" constituted an infringement of the plaintiff's protected 
mark, compelling the defendant to cease the infringement, publicly apologize and rectify, and pay VND 
100,000,000 in damages. 
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(#2) ENAT 400 vs. E-NAT Plus 
 
In a similar case, Mega Lifescience, a Thai pharmaceutical company, requested the Inspectorate of 
Ministry of Science & Technology of Vietnam (IMOST) to handle trademark infringement against Hiep 
Thuan Thanh Pharmaceutical Co., Ltd. under administrative proceedings. Below are the relevant 
trademark images. 
 

 

Mega Lifescience’s registered mark  
Hiep Thuan Thanh Pharmaceutical Co., Ltd.’s mark 

 

 

 

 
 

 

Registered mark 

 

 

 

Mark in actual use 

 

 
 

 
Taking the case into account, the IMOST determined that, while Hiep Thuan Thanh Company's 
trademark "E-NATPLUS" has been protected, this company's use of the mark "E-NAT Plus" for 
pharmaceutical products in Class 05 constitutes an infringement of Mega Lifescience's trademark 
"ENAT 400". Accordingly, the IMOST seized more than 700 boxes of the product "E-NAT Plus" during a 
raid at a pharmacy in Hapulico, which is considered Hanoi's drug market. 
 
 
 
(#3) Trademark cancellation due to improper use 
 
A third party filed a non-use cancellation against a registered mark which comprises verbal and 
figurative element (illustrated below). In defence, the trademark owner submitted evidence of use to 
rebut non-use cancellation. However, after considering the facts and evidence of use of the mark, 
Vietnam IPO recently issued a decision cancelling the validity of a Vietnamese Trademark Registration 
on the grounds that the trademark owner's evidence of use does not reasonably establish that he used 
the mark as registered. 
 

 

Registered mark of the trademark owner 

 

 

Mark in actual use by the trademark owner 

 

 
 

 

 

 

 

 

 

TWITTER BEAN COFFEE 
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What risks due to improper use of registered trademarks? 
 
Risk of infringing on another's trademark 
 
The use of a mark means the act of affixing a mark to goods or means of service in order to assist 
consumers in distinguishing goods/services of the same type produced/produced by different entities. 
Thus, the mark's primary role must be to identify/distinguish the commercial origin of the goods/services 
bearing the mark. After being granted registration, the owner has the right to "affix" the mark to the 
goods/services registered under that mark to conduct commercial activities in Vietnam. 
 
The defendants in all three of the preceding cases have registered their marks in Vietnam. Thus, from a 
legal standpoint, these defendants have the right to use their registered marks to commercialize their 
products in Vietnam. However, the use of the mark must be within (or fall into) the scope/extent of the 
trademark protection. The scope of protection of a trademark registration depends on (i) the mark image 
as registered and (ii) the list of goods/services identified in the trademark registration certificate. This 
means that the mark’s use must not exceed the scope of protection afforded to it by law; and therefore, 
even if the mark is registered, misuse of the mark may make the mark go beyond the scope of legal 
protection. 
 
It would be wrong to think that, as long as the trademark is registered in Vietnam, you are free to use it 
in whatever way you want. Vietnamese law does not specifically provide that the owner must use the 
mark as it was registered. However, if the use of a trademark (even if registered) exceeds the 
extent/scope of its protection, exposing the relevant consumers to the risk of confusion, you may be 
exposed to many risks. It’s worth noting that, in addition to administrative sanctions (Enforcement 
agencies such as Market Management Bureau, Economic Police, Science and Technology Inspectors... 
may seize and destroy the infringing goods and impose monetary fines of up to VND 500,000,000), the 
rights holder also can seek compensation for material and moral damage, apology, public correction via 
civil route. No one wants to bet (or to risk) their company's reputation or lose customer loyalty to a 
brand only due to improper trademark use. 
 
Risk of losing trademark rights 
 
Improper use of a trademark can put you at risk of losing your trademark rights. A third party may 
petition the Vietnam IPO to cancel a registered trademark if such mark has not been used by the 
trademark owner or by the person authorized by the trademark owner for a period of 5 consecutive 
years from the date of registration. Using a trademark that is dissimilar to the registered one may mean 
that you have not used the registered trademark. Therefore, in this state, proof of use of the mark (as 
distinct from a registered mark) may be rejected by the Vietnam IPO, putting your registered trademark 
at high risk of being cancelled for reasons of non-use. 
 
 
 

What is a proper use of a registered trademark?   
 
Vietnamese law and practice do not have a clear definition of “proper use of trademarks”. However, as a 
party to the Paris Convention, for the proper use of the mark, one can refer to Article 5.C.2 of the 
Convention, which provides for the use of the mark as follows: “Use of a trademark by the proprietor in a 
form differing in elements which do not alter the distinctive character of the mark in the form in which it 
was registered in one of the countries of the Union shall not entail invalidation of the registration and 
shall not diminish the protection granted to the mark”. Thus, in principle, the trademark owner can use a 
mark in different form, provided that such a mark does not “alter the distinctive character of the mark in 
the form in which it was registered”, it will not " entail invalidation of the registration and shall not 
diminish the protection granted to the mark””. In other words, using the mark in a manner other than that 
of the registered one still constitutes the use of the registered mark as long as the distinctive character 
of the mark is not altered. The purpose of this legislation is to enable trademark owners to modify their 
marks without impairing their unique character, thereby adapting the mark to the marketing and 
promotion of connected goods or services. However, the alteration must be in indistinguishable 
elements, and the sign(s) used in practice and the registered trademark must be fundamentally same. 
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Is it mandatory to use the mark exactly as registered?  
  
This question comes from the fact that when using trademarks in commerce in Vietnam, trademark 
owners tend to (i) change the design/color or stylization of the registered trademark, (ii) remove an 
element in the registered trademark, and (iii) add some new elements to the registered trademark. 
Thus, does modifying the mark for actual use or employing a sign in a form different from the registered 
one entail the risks of infringing on another's trademark or losing the trademark rights? Yes, but not 
always.  
 
Practice indicates that in general, a trademark owner can make some changes in typeface, stylization, 
design, and color to a registered trademark without negatively affecting the validity or scope of 
protection of the mark if such changes do not alter the registered mark's distinctive character. A 
trademark owner may omit or add an element to his registered mark if such added/omitted element is 
not distinctive or has "weak" or unremarkable/dominant distinctiveness. In such sense, such 
added/omitted element does not change the distinctive character of the registered trademark and thus, 
the actual use of the mark (with an element being added to or omitted) may be considered use of the 
registered mark or may suffice to cover the registered mark. 
 
 

What strategy to reduce the risk of using a trademark other than the registered 
trademark? 
 
The law of Vietnam does not stipulate that the use of a sign that is similar/similar to a trademark 
registered by the owner himself will not infringe the trademark rights of other organizations/individuals. 
Therefore, this use cannot guarantee that the trademark owner is exempt from accusations of 
trademark infringement from other organizations/individuals. Cases ASANZO vs. ASANO and ENAT 
400 vs. E-NAT Plus demonstrate the risk of of trademark infringement when the owner uses a mark in 
a form different from the one registered. Thus, regardless of the registered trademark, using a 
trademark in a different version may expose the trademark owner to liability for trademark infringement 
by another organization/individual. A sign other than a registered trademark shall be considered as an 
independent sign, unrelated to the registered mark. To determine whether an infringement of another's 
trademark has occurred, the Vietnamese enforcement agency only needs to determine that the 
following 3 conditions are satisfied: (i) Similarity/identicalness of a sign to a protected trademark; (ii) 
Similarity/identicalness of the goods/services bearing the sign with those bearing the mark and (iii) 
Permission of use of the mark and likelihood of confusion on the commercial origin of the trademarked 
goods and services. 
 
From the above cases, it can be seen that the trademark owner can still use a mark in a form different 
from the registered one under certain conditions. To avoid risks when you make some changes to a 
registered trademark, there are two evaluation steps you should take: 
 

- STEP 1: Assessing registered trademarks: It is necessary to evaluate registered trademarks by 
considering which factors are distinguishable and have strong/dominant visual impressions.  
 

- STEP 2: Assessing the difference of the mark in practice and the impact of the changes: It is 
necessary to assess whether the factors contributing to the distinctive character of the 
registered mark are present and / or the modification in the mark in actual use, by directly 
comparing the two marks, in order to determine the degree of difference between them (major, 
significant or small/negligible difference).  

 
In general, the above outlined assessments can assist you in determining whether you face a high or 
low risk of infringement when making changes to your registered trademark. To mitigate risk, we 
recommend the following approaches/strategies: 
 

 

✓ Should use the mark as registered; 
✓ Must ensure that the distinctive characteristics of the registered mark are not altered if a 

mark in actual use is different from the registered one. Ideally, changes should be made only 
for insignificantly distinguishable elements; 

✓ Should apply to register the mark/s which its actual use is substantially different from the one 
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previously registered; 
✓ Should consider applying to register copyright at the Copyright Office of Vietnam if the 

conditions for copyright protection are met; 
✓ Should conduct availability searches for the marks in actual use different from the registered 

one in order to similar marks (if any); 
✓ Should consider to attack validity of the similar marks found in the availability searches; 
✓ Should obtain assessment conclusion on likelihood of trademark infringement at the Vietnam 

Intellectual Property Research Institute. 
 

 

 
The bottom line 
 
A company that successfully registers its trademark with Vietnam IPO does not enjoy immunity from 
claims of infringement from other trademark owners. Use of a trademark varied from its registration may 
put trademark owners at risks of infringement allegations or loss of rights afforded to the registered 
marks. The above cases and the current provisions of Vietnam's IP Law cannot help determining or find 
a definite answer regarding when and to what extent, a change adopted to a registered mark may or 
may not entail risks. Obviously, when considering whether to make changes to a registered trademark, 
case-by-case facts must be carefully considered to make a hazard/risk assessment. It is best to seek 
advice from IP attorneys with extensive and practical experience and knowledge of intellectual property 
law who can provide appropriate solutions/strategies to assist you in legally and cost-effectively 
exploiting your intellectual property. 
 
 
 
For more information, please contact:  

 

 

 

 

Mr. QUAN, Nguyen Vu | Partner 
Commercial, Intellectual property, Litigation 
 
KENFOX IP & Law Office 
quannv@kenfoxlaw.com 
www.kenfoxlaw.com 
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Nguyen Vu QUAN joined KENFOX in May 2021. QUAN is a registered IP attorney based in Hanoi, 
Vietnam. His practice focuses on intellectual property protection, domain name squatting, copyright, 
trademark, industrial design and patent infringement matters, unfair competition, litigation, counseling as 
well as negotiating settlements, developing strategies to address and reconcile varying obstacles to 
protection or infringement risks between jurisdictions, and has represented international and 
Vietnamese corporations. He routinely engages in preparing opinions associated with patentability, 
trademark registration, infringement, noninfringement, validity, invalidity, freedom to operate and many 
other related issues. 
 
QUAN has a wealth of knowledge about the counterfeit industry and rich experience in the area of IPR 
enforcement. He works with a wide range of clients to develop efficient, affordable, and effective 
strategies to uncover and stop third parties from illegally using or registering IPRs. He is excellent at 
generating and presenting alternatives to best protect, enforce, and defend clients' intellectual property 
rights. 
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QUAN possesses strong investigative skills. He is keen on the investigation from the get go because he 
understands that mistakes will be minimized and the case will be better substantiated in court or other 
enforcement authorities when an in-depth investigative lawyer coordinates and supervises the collection 
of evidence and evaluates each step of the investigation and its results. He personally and actively 
conducted numerous complex online and onsite investigations and provided training, guidance, and 
experience sharing to subordinates or colleagues of his enforcement team to improve their skills in 
garnering infringing materials and tracking down the true operators of infringing websites or online 
storefronts, as well as true infringers for raids. 
 
For over a decade of litigation experience, QUAN has established a good rapport with various 
competent authorities (e.g. Inspectorate of the Ministry of Science & Technology, Inspectorate of the 
Ministry of Culture, Sports and Tourism, Market Management Bureau, the Econolomic Police, Vietnam 
Intellectual Property Research Institute ("VIPRI"), Expertise Center of Copyright, Related Rights 
("ECCR"), Court, etc.). He has a long track record of successfully working with the aforesaid law 
enforcement agencies and police investigators to conduct raids that have resulted in the seizure of 
hundreds of thousands of counterfeit products.  
 
Prior to joining KENFOX, QUAN worked for three of Vietnam's oldest and largest specialist intellectual 
property firms. QUAN spent eight years as the Manager of Intellectual Property Practice at Vision & 
Associates (September 2013–May 2021), more than three years as the Chief of Intellectual Property 
Enforcement Division at Investip (2010–August 2013), and more than six years as the Manager of 
Intellectual Property Practice at WINCO (2004- November 2010). 
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