Xam pham quyén sé& hipu tri tué tai Viét Nam

Ban hang chinh hang ciing cé thé xam pham quyén s& hiru tri tué tai Viét Nam? Vi
sao?

Rule One Proteins, LLC (RULE ONE):

1. LA tap doan da c6 hon 10 ndm hoat dong trong linh vuwec thwe phdm bd sung danh cho thé hinh va thé
thao, RULE ONE duwgc thanh 1ap vao nam 2014 b&i gia dinh nha Costello, nhirng ngwdi da sang lap va
diéu hanh hang Optimum Nutrition (ON) danh tiéng véi thwong hiéu Whey Gold Standard huyén thoai
trén toan thé gii. Sau khi ban thwong hiéu ON cho hang Glanbia 5 ndm trwéc, anh em nha Costello da
sang lap nén thuwong hiéu méi, ndi tiép trén wu diém cda cdng nghé cii va ap dung cai tién day chuyén
hién dai nhat hién nay. Trong d6 ndi bat nhat nhw nhirng san phdm R1 Protein, R1 Gain, R1 BCAA, R1
Casein, R1 Energy+, R1 Pre Amino... Rule 1 Protein 1a mét dong san pham sira bd sung Whey Protein
cao cép, c6 chat lwong cao va dwoc nhiéu ngudi tiéu dung wa chudng. Dong san pham nay luén ndm
trong Top nhirng san phdm Whey Protein tét nhat cho nguoi tap gym véi ngudn nguyén liéu tinh khiét,
cao cap cung codng thirc dinh duwéng hoan hao.
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Thwong hiéu Rule 1 Proteins tai Viét Nam va hanh vi xam pham quyén Sé& hieu Tri tué:

2. Tai Viét Nam, Rule 1 Proteins dang la thwong hiéu thwc phdm bd sung ban chay nhét, dic biét 1a stra
tang co. R4t nhiéu cong ty tai Viét Nam nhap hang chinh hang va phan phéi rong réi tai Viét Nam. Tuy
nhién, méi day KENFOX IP & Law Office, theo Gy quyén cia RULE ONE da tién hanh céc tha tuc phap
ly dé& chéng lai Céng ty C6 phan Muscle Up vi xam pham quyén s& hivu tri tué. Diéu dang ndi, cac san
phdm “Rule 1 Proteins” ma Muscle Up kinh doanh déu la san phdm chinh hang. Diéu nay thoat nhién
nghe c6 vé khéng hop ly. Chac chén rdng nhiéu ngwdi kinh doanh sé khéng dinh: Minh ban hang chinh
hang thi sé khéng thé xam pham quyén s& hiru tri tué cda chd nhan hiéu. Diéu nay c6 thé ding nhung
ciing c6 thé sai. N6 con tuy vao hanh dong ban hang ctia ban nhw thé nao.

Cht nhan hiéu c6 “can quyén” khi san phdm mang nhan hiéu dwec ban ra thi trwong?

3. Cau tra 16i 1a c6. Theo hoc thuyét can quyén, chd nhan hiéu sé khong con quyén kiém soat, can thiép vao
qua trinh lwu thong tiép theo cua nhirng san phdm, hang héa do minh san xuét ra khi san phdm d6 dwoc
ban ra thj trwong. N6i cach khéc, quyén cha chd nhan hiéu da bi “can kiét” ké tir khi sdn phdm gén nhan
hiéu do ho san xuat hodc cho phép san xuét dwoc dua ra thi trwong mot cach hop phéap 1an dau tién.
Diéu nay c6 nghia réng, bat ky bén thir ba ndo ciing cé quyén mua san phdm do chl nhan hiéu san xuét
dé kinh doanh hay ban lai cho ngwéi khac. Nguyén téc “can quy&n” nay duoc ap dung tai Viét Nam thong
qua Dbiéu 125.2(b) Luat s& hiwu tri tué quy dinh rang: [Chd sé& hitu doi trong sé hiu cong nghiép va té
chure, cé nhén duoc trao quyén st dung hodc quyén quan ly chi dén dia ly khong c6 quyén cdm nguoi
khéac thuc hién hanh vi: Lwu théng, nhap khéu, khai thac cong dung cuda san phédm duoc duwa ra thi
triromg, ké ca thi trrong nwéc ngoai mot cach hop phap, trer sén phdm khong phaéi do chinh chd sé hiu
nhan hiéu hodc nguwoi dwgc phép cla chd sé hiru nhan hiéu dwa ra thj trirong nwéc ngoail. Suy rong ra,
chd nhan hiéu khong thé ngan cdm ngudi khac lwu théng, ban, khai thac cong dung ctia san phdm do
chinh ho san xuét va dwa ra thi treong, ké ca 1a thj trwdng nwéc ngoai. Phap luat Viét Nam khéng ap
dung bét ky ché tai nao déi véi hang nhap khau song song.

Tai sao ban hang that ciing c6 thé xam pham quyén s& hiru tri tué cta ngwdi khac?

4. RA&t nhidu ngudi sé cho rang Khi t6i mua san pham chinh hang (khéng phai la hang gid), thi tdi c6 quyeén
thwc hién moi hanh dong dé thuc day ban hang: Vi du In &n tai liéu quang céo gan nhan hiéu dwoc bao
ho 1&n to roi, gidy to& giao dich, hinh anh sa&n pham gén thwong hiéu I&n trang mang xa hoi hay website.
Mét sé khac cho rang: Téi mua san phdm quan 4o Viettien vé dé ban lai, t6i mac nhién cé quyén chup
anh san pham dua Ién website dé gigi thiéu, quang céo, ban hang, toi c6 quyén in bién hiéu gén thwong
hiéu Viettien trwéc ctra hang cdia toéi cho muc dich ban hang. Ly luan phé bién cla céc ban: O hay, t6i c6
ban hang gia dau? T6i mua hang vé ban ma khang cho t6i quéng céo thi ban lam sao dwoc? Day la nhan
thire hét stee sai ldm va nguy hai bt nguén ti viéc khéng hiéu cac quy dinh cla luat SHTT.

5. Cau chuyén cltia Muscle Up ciing twong tw nhw vay. Cong ty ndy mua san phadm chinh hdng/hang that vé
Viét Nam dé ban. Céng ty nay thiét lap trang web ban hang va chup anh san pham, dwa théng tin gioi
thiéu, quang céo san pham “Rule 1 Proteins” 1&n website va cac trang mang xa hoi véi muc dich thuc day
ban hang.
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6. Hanh vi “quang c&o” san phdm mang nhan hiéu roi vao mét trong ba nhém hanh vi dwoc xem la "stp
dung nhan hiéu" theo Diéu 124.5 Luat SHTT. Thuc t&, hanh vi "s& dung nhan hiéu" bao gém 3 nhém
hanh vi: (i) Gan nhan hiéu dwoc bdo hd Ién hang héa, bao bi hang hda, tai liéu kinh doanh... (ii) Lwu
thong, chao ban, quang cao dé ban, tang trir dé ban hang hoa mang nhan hiéu dwoc bao ho; va (iii)
Nhap khau hang héa mang nhan hiéu dwoc bdo hd. Theo quy dinh tai diéu 123 Luat SHTT, chi c6 cha
nhan hiéu hodc ngudi dwgc chi nhan hiéu cho phép maéi cé cé quyén "si dung nhan higéu". Ban "quang
céo san pham gan nhan hiéu" ciing chinh la thwc hién hanh vi "st dung nhan hiéu". Néu chi nhan
hiéu khoéng cé phép ban "str dung nhan hiéu" (ttrc 1a thwe hién hanh vi "quang céo san phdm mang nhan
hiéu"), thi hanh vi "quang c4o san phdm mang nhan hiéu" cta ban la khéng dwoc phép, khong dwoc sw
ddng y tr chi nhan hiéu, hay goi la "trai phép".

7. Nhw vay, hanh vi chup anh san pham, dwa théng tin giéi thiéu, quang cdo san phdm “Rule 1 Proteins” [&én
website va cac trang mang xa hoi véi muc dich thic ddy ban hang, du cho cac sadn phdm “Rule 1
Proteins” 1a hang that/hang chinh hang, ma khéng cé sy cho phép clia chi thé quyén, ciing ciu thanh
hanh vi xam pham quyén dbi véi nhan hiéu.
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DPao ngwoc két luan giam dinh cha Vién Khoa hoc Sé& hivu Tri tué (“VIPRI?):

8. Trong lan giam dinh d4u tién, VIPRI lai cho rang néu cac san pham do Cbéng ty Muscle Up guang cao,
gi&i thiéu & san phdm cla RULE ONE, do RULE ONE san xuéat hodc cho phép san xuét, thi hanh vi
quang cao, gidi thiéu trén cac website, facebook cua Cong ty Muscle Up la hgp phap, khéng xam pham
quyén SHTT cia RULE ONE. Nhu vay, cé nghia 1a chi trong trwéng hop Cong ty Muscle Up khéng
chirng minh dwoc radng san phdm ma minh bay ban trén cac trang web va facebook la cia RULE ONE
ho&c do t6 chirc/ca nhan dwoc phép cia RULE ONE san xuét va dwa ra thi triedng thi dau hiéu “RULE 1
R1 PROTEIN” dwgc st dung trén céac trang web va Facebook clla Cong ty Muscle Up méi dwoc coi la
yéu tb xam pham quyén ddi véi nhan hiéu “Rule 1 Proteins”.

9. Nhan thay két luan giam dinh nay chwa phu hop, KENFOX IP & Law Office d4 tién hanh lam don yéu cau
dé nghi VIPRI xem xét lai két luan giam dinh néu trén. Bang céac can civ phap ly, dan ching va 1ap luan
thuyét phuc, KENFOX IP & Law Office d& déo ngwoc thanh cong két luan giam dinh lan dau cla VIPRI,
b&i vi, v& ban chét, viéc quang céo dé ban khong nam trong cac truong hop loai trir dwgc quy dinh tai
Diéu 125 Luat s& hivu tri tué vé quyen ngdn cadm nguo’l khac st dung dbi twong sé hivu cong nghlep Vi
vay, c6 thé khang dinh rang, hanh vi “quang cao dé ban” trén cac website va Facebook san pham thuc
phadm ch&c nang gan déu hiéu “Rule 1 Proteins” clia Cong ty ¢ phan Muscle Up, ngay ca khi dé 1a sén
phdm do RULE ONE san xuét, van bj coi & xam pham dén quyén cla chd nhan hiéu.

Bai hoc thuwc tién:
Quyén cda chd sé hdu nhan hiéu:

10. V&i tw cach la cha s& hivu nhan hiéu, vé mat phap luat, chi cé chi nhan hiéu hodc nguoi dwoc chd nhan
hiéu cho phép “str dung” nhan hiéu, thi hanh vi st dung dé méi coi la hop phap.

Bén hang chinh hang khéng cé nghia la ban dwot quyén st dung nhan hiéu:

11. Ban c6 quyén nhap khdu san phdm cda chl nhan hiéu tlr nwéc ngoai vé ban/kinh doanh/phan phdi tai
Viét Nam. Phap luat S& hiru Tri tué cha Viét Nam khéng ngan cdm hanh vi nhap khau song song. Ban c6
quyén kinh doanh, mua ban sa&n pham do nguwdi khac ban ra thi trudng, nhwng néu ban danh dong gitra
quyén dwoc kinh doanh véi quyén dwoc st dung nhan hiéu cta nguwdi khac, d6 cé thé bat ngudn cla
nhirng sai lam nghiém trong. Theo quy dinh ctia phéap luat Viét Nam, chi c6 chi nhan hiéu hay nguoi
dwoc chi nhan hiéu cho phép méi c6 quyén st dung nhan hiéu. Ban chup anh guéng céao, gid¢i thiéu
san pham trén website, Facebook va céc trang mang xa hoi khac véi 1ap luan réng: Téi dang ban hang
chinh hang, 18 ra khi t6i ban dwoc nhiéu, chi nhan hiéu cang c6 loi, dung ra la phai cdm on tdi khéng
hét; hoac, t6i mua san phadm vé kinh doanh, khéng cho t6i quang céo thi tdi ban lam sao? Hau hét cac
chd thé kinh doanh, do thiéu hiéu biét déu ly luan nhw vay. Ching t6i nhan manh rang, cach tw duy nhw
vay hoan toan c6 thé dat ban vao nhirng rdi ro phap ly. Mot san phdm c6 hang trdm, tham chi hang ngan
ngwoi ban, néu ai cling lam nhw ban, thi cht nhan hiéu khéng con kha nang kiém soat hinh anh, gia tri
cho nhan hiéu ma ho da xay dwng. Nghiém trong hon, ngudi tiéu ding nham twdng rang ban da dwoc
chl nhan hiéu cho phép sCP dung nhan hiéu cla ho, hay I& nha phan phéi chinh thirc cta ho. Piéu nay
trwdc hét lam méat doc quyén st dung, dinh doat nhan hiéu cda ho. Xa hon, né gay ra tinh trang hdn
loan, st dung nhan hiéu mét cach tw do, tran lan, khdng kiém soat, tac dong tiéu cwc dén uy tin cta nhan
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hiéu va chd thé quyén. Mot quy tac bat bién 13, khi ban muén s dung quyén sé& hiru tri tué néi chung nay
nhan hiéu néi riéng, dé tranh bi cao budc vi pham, ban nén xin phép chi thé quyén s& hivu tri tué. Tat
nhién, phép luat s& hiru tri tué co thiét 1ap cac trwéng hop ngoai trir ma theo dé hanh vi s&v dung quyén
s& hivu tri tué cha ngwdi khac khoéng cau thanh hanh vi xam pham quyén (vi du: s dung trung thuc tén
nguoi, ddu hiéu mé ta chdng loai, sé long, chét lvong, cong dung, gia tri, ngudn géc dia ly va cac déc
tinh khac cda hang hod, dich vu). Hay lién hé véi KENFOX IP & Law Office dé tham van céac luat sw c6
kinh nghiém thwc tién va kién thirc sau clGa chung téi dé giap ban tranh hodc giadm thiéu cac rac réi vé
phéap luat trong linh vwc s& hivu tri tué.

Két luan giam dinh:

12. Ngay ca khi VIPRI két luan chwa du co s& dé khéng dinh chwa di co s& dé két luan cé yéu td xam
pham quyén s& hiru tri tué, dé van khong phai la dau chdm hét cho moi nd lwc cha ban. Ban c6 quyén
yéu cau VIPRI xem xét lai két luan giam dinh d6, béng viéc cung cip cac bang ching, 1ap luan rd rang
thda dang... Mac du ddo ngwoc két luan giam dinh khong bao gio dé dang, nhung KENFOX IP & Law
Office da thanh cong trong vu viéc néu trén. Hay lién hé véi ching tdi néu ban can cac chuyén gia, luat
sw s& hiru tri tué chuyén sau cta KENFOX IP & Law Office dai dién dé bao vé quyén va loi ich hop phéap
clia ban.
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By Nguyen Vu QUAN
Partner & IP Attorney

Contact
KENFOX IP & Law Office

Building No. 6, Lane 12/93, Chinh Kinh Street, Nhan
Chinh Ward, Thanh Xuan District, Hanoi, Vietnam

Tel: +84 24 3724 5656
Email: info@kenfoxlaw.com / kenfox@kenfoxlaw.com
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